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DETAILED ACTION 

The amendment filed 1 1/16/2006 is acknowledged and has been entered. 

Claim 46 is currently pending in the application and are addressed herein. 
1 . Applicant's arguments are addressed on a per section basis. The text of those sections of 
Title 35, U.S. Code not included in this Action can be found in a prior Office Action. Any 
rejections not reiterated in this action have been withdrawn as being obviated by the amendment 
of the claims and/or applicant's arguments. 

Claim Rejections - 35 USC§112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claim 47 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for: 

A method for selecting a pig for breeding by identifying a pig having a paternally 
imprinted quantitative trait locus (QTL) associated with larger muscle mass AND decreased fat 
deposit such that when said pig is used in a breeding program, the offspring of the pig that inherit 
said QTL from the male parent have larger muscle mass AND decreased fat deposit compared to 
controls, wherein the method is as indicated in current claim 47 wherein the identification of the 
pig having the paternally imprinted QTL associated with larger muscle mass AND decreased 
fat deposit selects the pig for breeding. 
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does not reasonably provide enablement for the full scope encompassed by the claims. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the claimed invention commensurate in scope with 
these claims. 

Factors to be considered in determining whether a disclosure meets the enablement 
requirement of 35 USC 112, first paragraph, have been described by the court in In re Wands, 8 
USPQ2d 1400 (CA FC 1988). 

Wands states on page 1404, 

"Factors to be considered in determining whether a disclosure would require undue 
experimentation have been summarized by the board in Ex parte Forman. They include 
(1) the quantity of experimentation necessary, (2) the amount of direction or guidance 
presented, (3) the presence or absence of working examples, (4) the nature of the 
invention, (5) the state of the prior art, (6) the relative skill of those in the art, (7) the 
predictability or unpredictability of the art, and (8) the breadth of the claims." 

The instant claims are drawn to a method for selecting a pig for breeding by selecting a 
pig which has paternally imprinted QTL associated with larger muscle mass or decreased fat 
deposit. Regarding the breadth of the claims, the claims encompass identifying a QTL 
associated with EITHER larger muscle mass OR decreased fat deposit, but not necessarily both. 

It is acknowledged that the specification discloses that the paternally imprinted QTL is 
associated with larger muscle mass AND decreased fat deposit (e.g., see page 10 lines 21-22). 
Furthermore, the data disclosed in the specification appears to indicate that the QTL is associated 
with both larger muscle mass as well as decreased fat deposit (e.g., see Table 1, Figure 3, etc.). 
There is no evidence found in the specification or the prior art which indicates that the disclosed 
QTL can be associated with larger muscle mass independent of fat deposit, or that the QTL can 
be associated with decreased fat deposit independent of muscle mass, as encompassed by the 
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claims. Since the QTL only appears to be associated with both larger muscle mass AND 
decreased fat deposit, additional experimentation would be required in order to determine if the 
disclosed paternally imprinted QTL can be associated with either larger muscle mass OR 
decreased fat deposit without being associated with the other, a finding which would appear to 
differ from that the disclosed data. Furthermore, a finding that the QTL could associated with 
either larger muscle mass or decreased fat deposit with being associated with the other would 
bring into question if the and when the QTL could be associated with both larger muscle mass 
and decreased fat deposit. 

Response to Arguments 

With respect to the instant rejection, Applicants argue that the claim has been amended 
per the Examiner's suggestion and should obviate the rejection. 

However, claim 47 still encompasses a method for selecting a pig for breeding by 
selecting a pig which has paternally imprinted QTL associated with larger muscle mass and/or 
decreased fat deposit. Regarding the breadth of the claims, the claims encompass identifying a 
QTL associated with EITHER larger muscle mass OR decreased fat deposit, but not necessarily 
both. 

Therefore applicants arguments are not persuasive. 

It is noted that a telephone call was made to Applicants representative (Allen Turner) on 
February 1, 2007 in order to offer amending the claim by Examiner's Amendment. However, 
Mr. Turner was out of the Office until Monday February 5. Since an action was due February 5, 
the Examiner could not wait until Mr. Turner returned. Applicant is encouraged to contact the 
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Examiner upon receiving this action if they are interested in expediting allowance of this 
Application. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jon Eric Angell whose telephone number is 571-272-0756. The 
examiner can normally be reached on 9:00 a.m.- 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Douglas Schultz can be reached on 571-272-0763. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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